
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/689,239 



10/20/2003 



Sung Dug Kim 



7590 

Robert E. Walter 
GE Plastics 
One Plastics Avenue 
Pittsfield, MA 01201 



03/14/2005 



139044-1 



3928 



EXAMINER 



BUTTNER, DAVID J 



ART UNIT 



PAPER NUMBER 



1712 

DATE MAILED: 03/14/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

10/689,239 


Applicant(s) 

KIM, SUNG DUG 


David Buttner 


Art Unit 

1712 
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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)D Responsive to communication^) filed on . 

2a)Q This action is FINAL. 2b)[3 This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) I3 Claim(s) 1-25 is/are pending in the application. 

4a) Of the above claim(s) 5.11. 12 and 17 is/are withdrawn from consideration. 

5) Q Claim(s) __ is/are allowed. 

6) M Claim(s) 1-4,6-10. 13-16 and 18-25 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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This application contains claims directed to the following patentably distinct 
species of the claimed invention: various impact modifiers. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. Currently, claims 1,6-10,13-16, and 18-25 are generic. 

Applicant is advised that a reply to this requirement must include an identification 
of the species that is elected consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An argument that a claim 
is allowable or that all claims are generic is considered nonresponsive unless 
accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims 
are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the inventions unpatentable over 
the prior art, the evidence or admission may be used in a rejection under 35 
U.S.C. 1 03(a) of the other invention. 
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During a telephone conversation with Robert Walter on 3/7/05 a provisional 
election was made with traverse to prosecute the invention of claim 3's impact 
modifiers, claims 1-4,6-10,13-16, and 18-25. Affirmation of this election must be made 
by applicant in replying to this Office action. Claims 5,1 1,12 and 17 withdrawn from 
further consideration by the examiner, 37 CFR 1 .142(b), as being drawn to a non- 
elected invention. 

Applicant is advised that should claim 3 be found allowable, claim 4 will be 
objected to under 37 CFR 1 .75 as being a substantial duplicate thereof. When two 
claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing 
one claim to object to the other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03(k). 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 2-4 and 22-24 rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 2 lacks antecedent basis for "the acrylic rubber". 

Claims 3 and 4 lack antecedent basis for "said acrylic core shell". 

Although not being acted on, claim 17 is recognized as lacking antecedent basis 
for "the glycidyl ester". 
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Article claims 22-24 cannot be "according to claim 1 8 or 20" because these 
claims are not article claims. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1,6-10,13-16 and 18-25 rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Liao '661. 

Liao exemplifies (#1-5) blends of polyester, polycarbonate, PC-siloxane block 
polymer, poly(pentabromobenzyl acrylate), ethylene/methylacrylate/ glycidylacrylate 
terpolymer and other additives. The ethylene/acrylate/glyciydylacrylate terpolymer 
qualifies as applicant's impact modifier (see claim 17). The PC-siloxane (col 4) appears 
to correspond to applicant's preferred organopolysiloxane-polycarbonate. 
Polyestercarbonates can be used in place of polycarbonate (col 3 line 50). Liao also 
suggest the use of Acryloid type acrylic impact modifiers (col 9 line 32). Liao suggests 
each of applicant's limitations and therefore any combination of the suggested 
limitations would at least be obvious if not considered anticipated. 
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Claims 1-4,6-10,13-16 and 18-25 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Liao '661 in view of Fromuth '487. 

Liao suggests Acryloid impact modifiers - preferably those of methylmethacrylate 
polymerized on a butylacrylate core (col 9 line 36-39). Crosslinking and graftlinking 
monomers can be present in the core (col 9 line 41 ). Liao does not suggest relative 
amounts of the monomers making up the impact modifier. 

Fromuth (col 1 line 37) exemplifies a specific impact modifier for 
polycarbonate/polyester blends. Applicant (page 6 line 25 of spec) apparently admits 
this reference makes the preferred impact modifier. It would have been obvious to use 
FromutfYs impact modifier as the acrylic impact modifier called for by Liao because it is 
known to be effective. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Buttner whose telephone number is 571-272- 
1084. The examiner can normally be reached on weekdays from 10 to 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski, can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
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For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

David Buttner OgJ$ gxtfMi* 6 * 
3/8/05 



